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Charlotte, North Carolina 
September 9, 2004 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 



RESPONSE TO OFFICE ACTION 

Sir: 

This paper is submitted in response to the Office Action mailed on August 12, 2004. In 
the Office Action, the claimed invention has been categorized into species represented within 
four groups and Applicant has been required under 35 U.S.C. § 121 to elect a single species from 
each group for prosecution on the merits. Applicant respectfully traverses the election 
requirement and requests reconsideration and withdrawal thereof in light of the discussion 
below. 

In order for an election requirement to be proper, it must be shown that: (1) inventions 
claimed in an application are independent or distinct; and (2) there must be a serious burden on 
the examiner if all of the claims are prosecuted. M.P.E.P. § 803. "[I]f the search and 
examination of an entire application can be made without serious burden, the examiner must 
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examine it on the merits, even though it includes claims to independent or distinct inventions." 
M.P.E.P. § 803. 

In order to establish a prima facie serious burden in order to support an election 
requirement, one of the following must be shown: 

• separate classification of the claimed species; 

• separate status in the art of the species when they are classifiable together; or 

• a different field of search required for the species. 

M.P.E.P. §§ 803 and 808.02. Where, however, the classification is the same and the field of 
search is the same and there is no clear indication of separate future classification and field of 
search, no reasons exist for dividing among related inventions. M.P.E.P. § 808.02. 

Applicant notes that the Office Action does not contain any of the required showings. 
Accordingly, Applicant respectfully submits that the Office Action has not established a prima 
facie case of serious burden and thus the election requirement is not proper. 

In addition, it is respectfully submitted that a search for any of the identified species will 
necessarily entail a search for the subject matter of the other species. Thus, a simultaneous 
search for all claims is believed not to constitute an unreasonable search for the Patent Office. 

While Applicant believes that all of the claims in this application should be examined 
together for the reasons stated above, Applicant nonetheless recognizes that a provisional 
election among the identified species must be made in this Response in order for the Response to 
be deemed complete. Accordingly, without waiving the request for reconsideration for the 
reasons set forth above, Applicant hereby provisionally elects with traverse to prosecute in this 
application the following species from each listed Group: 
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Group 


Elected Species 


Claims Reading on 
Elected Species 


1 


a. 


9, 20-36 


2 


e. 


14 


3 


f. 


16, 35 


4 


i. 


30,31 



Receipt of a further action on the merits is awaited. Should there be any questions 
regarding this application, the Examiner is invited to contact the undersigned at the telephone 
number shown below. 




Michael A. Tobin 
Reg. No. 43,956 

Kennedy Covington Lobdell & Hickman, LLP 
Hearst Tower, 47th Floor 
214 North Tryon Street 
Charlotte, North Carolina 28202 
Telephone (704)331-7546 
— Attorney for Applicant 
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